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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 



Claim 18 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
The written specification does not provide enough support making a speech to text 
conversion. It is assumed that this limitations is well known in the art. 
2. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

(e) the Invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1-17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Serbinis. 

With respect to claim 1 , Serbinis teaches a method for managing documents (1-n) 



in a client server system comprising: 
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Coupling to a server system 17 with a database (25) , one or more client systems (10, 
11) over a network 15; linking the server to a telephone system (via load balance 45) ; 
receiving (from a computer 10, 1 1 ) at least one identifier (according to col. 7, line 27) 
over the telephone system for a document to be stored (according to col. 8, lines 17-30 
and see also item 61 of figure 2) from a user's fax machine ( col. 7, lines 58-65, 
teaches utilization of system In an environment) in the database; receiving fax 
reception over the telephone system from at least one user's fax machine of at least 
one document corresponding to an identifier; and storing the fax data with the identifier 
in the database, as discussed at col. 8, lines 12-25 and 48-52. 

With respect to claim 2, Serbinis teaches receiving a search request (when user 
through web browser causes server computer 20 to look up data stored in data base 
25 for at lest one identifier of at least one document from at lest one or the clients (users 

10 and 11), see also col. 5 line 63 to col. 6, line 7. Serbinis teaches searching the 
database (server computer 20) based upon the search request received (computer 10, 

1 1 gets information from the database 25); and presents the results 9 as taught at col. 
10, lines 27-33) of the search of the database to clients on the network (Internet 15). 



With respect to claim 3, Serbinis teaches receiving a selection from the clients over 
the network, according to col. 1 0, lies 27-33; presenting an image of the document store 
in the database 25 over the network 1 5 to the at least one of the one or more clients 
wherein the image corresponds to the selection of the search results, i.e., when the 
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user is granted access to files according to the search results of having search criteria 
set forth in col. 7, lines 24-35. 

With respect to claim 4, Serbinis teaches receiving a selection (via server computer 
20) to one or more clients 10, 11) over the network 15; presenting the image over the 
network to one or clients according to the search. See col. 10, lines 27-32 and 
reviewed on an image screen over a network 15 from database 25. 

With respect to claim 5, Serbinis teaches a fax machine for receiving data. Note, 
data sent to fax machine is anticipated by col. 7, lines 59-65. 

With respect to claim 6, Serbinis teaches a security identifier (see col. 7, lines 36-41) 
from a user of one or more clients; and wherein data is accessed only if the security 
identifier matches. See col. 7, lines 36-41 in combination with col. 10, lines 27-33 
where access is granted when security information is successfully executed. 

With respect to claim 7, Serbinis teaches the identifier is transmitted over a 
telephone network (1 5) for a document (1 -n) where the system further includes a 
telephone key pad (on the computer 10 or 1 1) for selecting a category. 
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With respect to claim 8, Serbinis teaches managing documents (see figure 1a) 
wherein the step of receiving at lest one identifier (cool 7, lines 7) over a telephone line 
(15) for a document (1-n) includes voice response (see col. 7, lines 60-62) where voice 
activation is contemplated. 

With respect to claim 9, Serbinis teaches where the network is the Internet (15), 
see figure 1a. 

With respect to claim 10, Serbinis teaches managing documents including the steps 
of coupling (via load balance 45) a server system with a database 25 to a telephone 
system 15; receiving an identifier (col. 7, lines 27) in the database; receiving fax 
reception over the telephone system from at least one user's fax machine of at least 
one document corresponding to an identifier; and storing the fax data with the identifier 
in the database, as discussed at col. 8, lines 12-25 and 48-52. 

With respect to claim 1 1 , Serbinis teaches receiving a search request (when user 
through web browser causes server computer 20 to look up data stored in data base 
25 for at lest one identifier of at least one document from at lest one or the clients (users 

10 and 1 1 ), see also col. 5 line 63 to col. 6, line 7. Serbinis teaches searching the 
database (server computer 20) based upon the search request received (computer 1 0, 

1 1 gets information from the database 25); and presents the results 9 as taught at col. 
10, lines 27-33) of the search of the database to clients on the network (Internet 15). 
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With respect to claim 12, Serbinis teaches coupling to a server system 17 with a 
database (25) , one or more client systems (10, 11) over a network 15; linking the 
server to a telephone system (via load balance 45) ; receiving (from a computer 10, 11) 
at least one identifier (according to col. 7, line 27) over the telephone system for a 
document to be stored (according to col. 8, lines 17-30 and see also item 61 of figure 2) 
; using voice response systems over the client network, see col. 7, lines 60-62; 
determining if the user has an account over the network (see col. 7, lines 24-35 for 
determining user account information; using the voice response system prompting 
the user to a category to associated with the document (anticipated from voice prompt 
according to col. 7, lines 60-62, see also col. 6, lines 54-57); and receiving a fax (over 
the Internet to server computer 20) to be stored in the database. 

With respect to claim 13, Serbinis teaches receiving a search request (when user 
through web browser causes server computer 20 to look up data stored in data base 
25 for at lest one identifier of at least one document from at lest one or the clients (users 

10 and 11), see also col. 5 line 63 to col. 6, line 7. Serbinis teaches searching the 
database (server computer 20) based upon the search request received (computer 1 0, 

1 1 gets information from the database 25); and presents the results 9 as taught at col. 
10, lines 27-33) of the search of the database to clients on the network (Internet 15). 
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With respect to claim 14, Serbinis teaches a computer readable medium (software , 
according to col. 6, lines 35-37 and 54-55) containing instructions comprising: coupling 
to a server system 17 with a database (25) , one or more client systems (10, 11) over a 
network 15; receiving (from a computer 10, 1 1 ) at least one identifier (according to col. 
7, line 27) over the telephone system for a document to be stored (acceding to col. 8, 
lines 17-30 and see also item 61 of figure 2) from a user's fax machine ( col. 7, lines 
58-65, teaches utilization of system in an environment) in the database; receiving fax 
reception over the telephone system from at least one user's fax machine of at least 
one document corresponding to an identifier; and storing the fax data with the identifier 
in the database, as discussed at col. 8, lines 12-25 and 48-52. 

With respect to claim 15, Serbinis teaches receiving a search request (when user 
through web browser causes server computer 20 to look up data stored in data base 
25 for at lest one identifier of at least one document from at lest one or the clients (users 

10 and 11) , see also col. 5 line 63 to col. 6, line 7. Serbinis teaches searching the 
database (server computer 20) based upon the search request received (computer 1 0, 

1 1 gets information from the database 25); and presents the results 9 as taught at col. 
10, lines 27-33) of the search of the database to clients on the network (Internet 15). 

With respect to claim 1 6, Serbinis teaches a central fax storage and retrieval 
system according to col. 7, lines 58-61 which anticipates utilization in a fax 
environment, over a telephone network 15; a server 17 coupled to the network; a fax 
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receiver (computer 20) coupled to the server 17 for receiving faxes sent fro a user's fax 
machine (information from recipients 10 and 11) which could use fax to e-mail 
conversion on computer s 1 0 and 1 1 ); telephone response system with voice 
recognition software, see col. 7, lines 60-62 and col. 6, lines 54-57 and identifying the 
user, see col. 7, lines 27-42; database 25 coupled to the server 17 for storing faxes. 

With respect to claim 17, Serbinis teaches identifying a user using voice recognition, 
according to col. 7, lines 60-62 and col. 6, lines 54-57. 



3. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Serbinis in view of subject matter well known in the art (Official Notice). 

Serbinis teaches all of the subject matter upon which the claims depend, except 
that there is no discussion regarding speech to text conversions. However, this 
limitations is well known in the art which is known to be used for the hearing impaired. 
Furthermore, applicant's lack of relevant discussion in the written specification seems 
to alleged that the limitation is contemplated by one of ordinary skill in the art. 
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Examiner's Response 

With respect to applicant's arguments regarding the 112 rejection to claim 18, the 
examiner construes applicant's arguments to be that applicant concedes that 
conversion from speech to text is not specifically mentioned using these words (ipsis 
verbis), and according to the last line of page 10 of the arguments, the conversion 
from speech to text is well known in the art. Furthermore, applicant argues at pages 1 1 
and 12 different voice or speech recognition teachings but, these arguments and the 
subject matter in support thereof does not address the issue of speech to text 
conversion. Hence, the examiner concludes that speech to text, at least in context of 
this invention, was known to one in the art. 

Applicant argues at the bottom of page 12 and the top of page 13 that Serbinis is 
directed toward a notification from a document management system and not a fax 
reception to the document management. 

Applicant seems to suggest that the claim refers to directly or indirectly that 
notification is given from a fax reception to a document management system. 
However, this specific language is not suggested by claim 1 . There is no language 
addressing "notification" nor a "management system". It is not clear why applicant is 
arguing limitations which are not supported in claim 1 . 
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At the top of page 14, applicant argues that Serbinis is not applicable to the claimed 
feature for the reason that the notification of users by fax from the DMS is not the 
same as receiving a document to be stored by fax. While applicant's statement logically 
is true, namely that a notification of fax reception does not mean that there may be 
actual facsimile reception of a document. However, applicant's argument is not 
believed to be correct in view of Serbinis and by what is known in the prior art. 

At col. 7, lines 59-64, the administration table 64 maintains information necessary to 
generate a notification message and include entries for facsimile. For the management 
system to include an entry from a facsimile, it must be capable and operatively 
connected to a facsimile machine. At col. 7, lines 9-23, table 64 includes information 
regarding documents stored in memory 30. Col. 8, lines 48-57 refer to the actual 
document themselves. Because Serbinis suggest that present invention works in a 
facsimile environment it can be deduced that notification of a reception of a document is 
at least taught with respect to the management data tables 61-64 for example, that 
keep statistics and other document information regarding the received document. 
Furthermore, although the examiner is not relying on other prior art as a basis for this 
rejection, Mandalia (US Pat. No. 5,907,598) which applicant has made as part of an 
IDS, teaches a fax connected over the Internet. Thus, if applicant still contends that 
Serbinis is not directed to reception of a document over a fax transmission, which the 
Examiner respectfully disagrees, Mandalia shows in figure 1 the fax reception over the 
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Internet which is similarly shown by figure 1a of Serbinis. Hence, what may be in 
doubt in view of the applicant is at least elucidated by Mandalia although Serbinis is 
sufficient. 

Regarding the rejection of claims under 102(b), the applicant contends that Serbinis 
does not teach receiving a fax reception nor storing a fax reception. The examiner 
contends that Serbinis receives a fax reception by means of DMS system 17 and 
stores the fax reception in memory 30. 

Regarding the 103 rejection of claim 18, the examiner maintains this rejection on the 
grounds that the speech to text limitations is not set forth in the written description of the 
application and that applicant's arguments are construed as this limitation being known 
in the prior art. 
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5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerome Grant II whose telephone number is 703-305- 
4391. The examiner can normally be reached on Mon.-Fri. from 9:00 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams, can be reached on (703) 305-4863. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9314. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 




